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STATUS OF THE APPLICATION 

1 . This Office action is in response to the claims amendment filed 23 May 2008 and 
the Remarks filed 23 May 2008. 

2. Those objections or rejections not specifically addressed in this Office action are 
withdrawn in view of Applicants' amendments. 

3. The provisional obviousness-type double patenting rejection of record over 
copending application 11/435,388 is withdrawn in view of Applicants' response; the 
instant claims are not directed to a AP2 type transcription factor. 

4. The text of those sections of Title 35, U.S. Code not included in this action can 
be found in a prior Office action. 

Terminal Disclaimer 

5. The terminal disclaimers filed on 9 January 2008 disclaiming the terminal portion 
of any patent granted on this application which would extend beyond the expiration date 
of any patent granted on U.S. Patent Application 10/870,198 and U.S. Patent 
6,717,034. A has been reviewed and is accepted. The terminal disclaimers have been 
recorded. 

Claim Rejections - 35 USC §112 

6. The following is a quotation of the fourth paragraph of 35 U.S.C. § 112: 

Subject to the following paragraph, a claim in dependent form shall contain a reference to a claim 
previously set forth and then specify a further limitation of the subject matter claimed. A claim in 
dependent form shall be construed to incorporate by reference all the limitations of the claim to which it 
refers. 

7. Claim 25 is rejected under 35 U.S.C. § 112, fourth paragraph, as failing to further 
limit the subject matter of claim 22 upon which it depends. 
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8. Claims 25 remains rejected under 35 U.S.C. § 112, first paragraph, as failing to 
comply with the written description requirement. The claim(s) contains subject matter, 
which was not described in the specification in such a way as to reasonably convey to 
one skilled in the relevant art that the inventor(s), at the time the application was filed, 
had possession of the claimed invention. The limitation "conserved domain that is at 
least 63% identical in its amino acid sequence to amino acids 106-201 of SEQ ID NO: 
14" is not adequately supported in the written description and is New Matter introduced 
into the claims. This rejection is repeated for the reason of record as set forth in the last 
Office action mailed 9 July 2007. Applicant's arguments filed 23 May 2008 have been 
fully considered but they are not persuasive. Applicants argue that the presently 
amended independent claims comprise the element of a conserved domain that is at 
least 65% identical to amino acids 106-201 of SEQ ID NO: 14 (page 7, item 11 of the 
Remarks). This argument is not found to be persuasive because the instant claims has 
not been so amended. This issue appears to be an oversight by Applicant in the claims 
as presently amended. 

9. Claims 22, 24-33 and 36-42 remain rejected and new claims 42 and 44 are 
rejected under 35 U.S.C. § 1 12, first paragraph, as failing to comply with the written 
description requirement. The claim(s) contains subject matter, which was not described 
in the specification in such a way as to reasonably convey to one skilled in the relevant 
art that the inventor(s), at the time the application was filed, had possession of the 
claimed invention. This rejection is repeated for the reason of record as set forth in the 



Application/Control Number: 10/669,824 Page 4 

Art Unit: 1638 

last Office action mailed 9 July 2007. Applicant's arguments filed 23 May 2008 have 
been fully considered but they are not persuasive. 

Applicants' arguments refer to Example 6 of the Written Description Training 
Materials, Rev. 1, March 25, 2008 on page 7, Item 12 of the Remarks. Applicants are 
reminded that each application is examined upon its own merits. The Examiner notes 
that said Example 6 indicates that example claim 3 directed to a genus of isolated 
nucleic acids that hybridize under high stringent conditions to the complement of the 
exemplified nucleic acid was found to lack adequate written description because the 
there had not been a description of a correlation between structure and function in said 
example. 

Applicants argue that they provided the structure of a considerable number of 
closely related At-hook transcription factor polypeptides that function similarly by 
conferring increased tolerance to water deficit and/or increased biomass in plants. 
Applicants argue that he specification thus discloses other nucleic acids that both 
hybridize to the complement of SEQ ID NO: 13 and encode polypeptides that confer 
greater water deficit tolerance and/or biomass. G1073 and the other related sequences 
listed in Table 1 of the declaration by Dr. Ratcliffe are predicted to hybridize with the 
G3456 DNA sequence under even conditions less stringent than those being claimed, 
as shown in Exhibit C, previously submitted (page 8, 1 st paragraph of the Remarks). 

Applicants argue that because hybridization under highly stringent conditions 
requires a high degree of structural complementarily, nucleic acids that hybridize to the 
complement of SEQ ID NO: 1 must share many nucleotides in common with SEQ ID 



Application/Control Number: 10/669,824 Page 5 

Art Unit: 1638 

NO: 13. Applicants argue that the claimed genus necessarily includes partial structures 
of SEQ ID NO: 1 3. Applicants argue that the disclosure of SEQ ID NO: 1 3 and closely 
related sequences that function in the same manner, combined with the knowledge in 
the art regarding hybridization would put one in possession of the genus of nucleic acids 
that would hybridize under stringent conditions to SEQ ID NO: 13 (page 8, 2 nd 
paragraph of the Remarks). 

Applicants argue that as to function of these sequences, please see the 
declaration by Dr. Ratcliffe, which shows that sequences closely related to G3456, SEQ 
ID NO: 14, were tested in plants and conferred the traits of increased water deficit 
tolerance. G1073, SEQ ID NO: 2, has also shown its ability to make plants more 
tolerant to water deficit, (e.g., see Figures 8A and 8B of the present specification) (page 
8, 3 rd paragraph of the Remarks). 

Applicants argue that nature has preserved both the structure of the second 
conserved domain and the functions of sequences that possess this domain and that 
were found using Applicant's description. Applicants argue that a recognizable second 
conserved domain similar to amino acids 106-201 of SEQ ID NO: 14 is found in every 
transcription factor sequence, as shown in the column "Second Conserved Domain" in 
Table 1 of the specification. Applicants argue that, for example, the second conserved 
domains spanning Figures 5E through 5G for a number of homologs closely-related to 
G3456, SEQ ID NO: 14. Applicants argue that as the functions of conferring greater 
water deficit tolerance and biomass are associated with these sequences, these second 
conserved domains, including those with at least 65% (in the claims also directed to 
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hybridization conditions), or 90%, or 95% identity in their amino acid sequences to 
amino acids 106-201 of SEQ ID NO: 14, are also highly correlated with these functions 
(page 9, of the Remarks). 

Applicants argue that the specification discloses known or disclosed correlation 
between structure and function by describing the At-hook domains and transcriptional 
regulatory activity of the disclosed sequences, and another partial structure ofG3456 
(i.e., the "second conserved domain" of SEQ ID NO: 14), and other relevant identifying 
characteristics of the protein (e.g., its ability to bind DNA, its ability to confer increased 
water deficit tolerance or biomass), as well as a list of functional and related molecular 
species that have recognizable At-hook and second conserved domains within certain 
hybridization stringency or percent identity guidelines. Applicants argue that the 
specification also discloses methods for identifying related polypeptides, and working 
examples in which G3456 and other closely related proteins are successfully isolated 
and tested using the disclosed methods. Applicants argue that those of ordinary skill in 
the art of isolating proteins would recognize the inventor to have been in possession of 
the claimed protein at the time of filing based on these identifying characteristics and 
the disclosed isolation method (see Written Description Training Materials, Example 5) 
(page 9, last paragraph of the Remarks). 

Applicants argue that there is thus a very high correlation between sequences 
comprise the claimed structure and that function or are expected to function as claimed. 
Applicants argue that Exhibit C attached to the declarations submitted 9 January 2008 
shows that five of six sequences tested (G3456, SEQ ID NO: 14; G3460, SEQ ID NO: 
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18; G3459, SEQ ID NO: 16; G2153, SEQ 1D NO: 6; G3401 , SEQ ID NO: 38) do, in fact, 
perform the claimed function by conferring greater tolerance to water deficit, and five of 
six plants tested also confer increased plant biomass (the six sequence, G3457, has not 
yet been fully tested; for example, no soil-based drought assays have yet been 
performed). Applicants argue that transformed plants expressing five closely related 
transcription factor sequences with closely related second conserved domains tested in 
a full range of water deficit assays confer the claimed functions, establishing a strong 
disclosed correlation between function and structure (page 10, 1 st paragraph of the 
Remarks). 

Applicants' arguments have been fully considered but are not found to be 
persuasive. Both the Libby Declaration and the Ratcliffe Declaration do not support 
Applicants' arguments. The Ratcliffe Declaration teaches each of the putative orthologs 
have different ranges of function in their respective transgenic plants. Applicants own 
evidence shows that the different species do not have the same specific function. In 
addition, Applicants only teach one species that comprises a second domain at least 
90% or 95% identical to amino acids 106-201 of SEQ ID NO: 14. Amino acids 106-201 
of SEQ ID NO: 14 only represents approximately 34.3 % of the polypeptide, the At-hook 
region only represents 3.2% of the protein, and the art recognizes that an At-hook only 
has to comprise the tripeptide GRP as taught by Aravind etal 1998, cited in the 
previous Office action. Hence, the claims are directed to At-hook proteins that can be up 
to at least 62.5% identical to SEQ ID NO: 14. Given the evidence taught in the art as 
outlined in the previous Office action, it remains the Examiner's opinion that one of skill 
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in the instant art would not have recognized that Applicants had possession of the 
invention as broadly claimed. 

Claim Rejections - 35 USC § 102/103 

1 0. The following is a quotation of the appropriate paragraphs of 35 U.S.C. § 1 02 
that form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(b) the invention was patented or described in a printed publication in this or a foreign country or in public 
use or on sale in this country, more than one year prior to the date of application for patent in the United 
States. 

1 1 . The following is a quotation of 35 U.S.C. § 1 03(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

12. Claims 22, 24 and 25 are rejected under 35 U.S.C. § 102(b) as anticipated by or, 
in the alternative, under 35 U.S.C. § 1 03(a) as obvious over Bevan et al (NCBI 
Accession Number C71448, NIH, National Library of Medicine U.S.A., Bethesda, MD, 
publicly disclosed 29 September 1997) taken with the evidence of Bevan et al 1998 
(Nature Vol. 391 , pages 485-488) and in further view of Fourgoux-Nicol et al 1 999, 
(Plant Molecular Biology 40 :857-872). 

Bevan et al disclose polynucleotides encoding an At-hook transcription factor 
having an At-hook domain 100% identical to that of instant SEQ ID NO: 14, and 
comprising a second domain 71 .9% identical to amino acids 106-201 of instant SEQ ID 
NO: 14. 
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Bevan et al 1998 discloses that the previously disclosed polynucleotides had 
been identified using BAC clones which the instant art would recognize as being a 
recombinant construct as recited in the instant claims. 

The teachings of Fourgoux-Nicol et a/ can be found in the previous Office action. 

Since the second domain of the polypeptide disclosed by Bevan et al is 71 .9% 
identical to that of instant SEQ ID NO: 14, polynucleotides encoding said polypeptide 
would hybridize to the complement of SEQ ID NO: 13 under the claimed conditions 
given the teaching of Fourgoux-Nicol et al without evidence to the contrary. 

Claim Rejections - 35 USC § 103 
13. Claim 26 is rejected under 35 U.S.C. § 103(a) as being unpatentable over Bevan 
et al (NCBI Accession Number C71448, NIH, National Library of Medicine U.S.A., 
Bethesda, MD, publicly disclosed 29 September 1997) in view of Bevan et al 1998 
(Nature Vol. 391 , pages 485-488) and in further view of Fourgoux-Nicol et al 1999, 
(Plant Molecular Biology 40 :857-872). 

The teachings of the cited prior art is outlined above. 

It would have been prima face obvious to one of ordinary skill in the art at the 
time of Applicant's invention that one would transform a plant cell with a recombinant 
construct encoding the taught polypeptide of Bevan etal 1998 in order to identify its 
function. In addition, one of ordinary skill in the instant art would have had a reasonable 
expectation of success in doing so. It is not necessary that the prior art suggest the 
combination to achieve the same advantage or result discovered by applicant. See, 
e.g., In re Kahn, 441 F.3d 977, 987, 78 USPQ2d 1329, 1336 (Fed. Cir. 2006), 
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motivation question arises in the context of the general problem confronting the inventor 
rather than the specific problem solved by the invention. 

Conclusion 

14. Applicant's amendment necessitated the new ground(s) of rejection presented in 
this Office action. Accordingly, THIS ACTION IS MADE FINAL. See MPEP § 706.07(a). 
Applicant is reminded of the extension of time policy as set forth in 37 CFR 1 .1 36(a). 

A shortened statutory period for reply to this final action is set to expire THREE 
MONTHS from the mailing date of this action. In the event a first reply is filed within 
TWO MONTHS of the mailing date of this final action and the advisory action is not 
mailed until after the end of the THREE-MONTH shortened statutory period, then the 
shortened statutory period will expire on the date the advisory action is mailed, and any 
extension fee pursuant to 37 CFR 1 .136(a) will be calculated from the mailing date of 
the advisory action. In no event, however, will the statutory period for reply expire later 
than SIX MONTHS from the date of this final action. 

15. Claim 43 is allowed. 

16. Claims 22, 24-33 and 36-42 remain rejected and new claims 42 and 44 are 
rejected. 

1 7. Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to David H. Kruse, Ph.D. whose telephone number is (571) 
272-0799. The examiner can normally be reached on Monday to Friday from 8:00 a.m. 
to 4:30 p.m. 



Application/Control Number: 10/669,824 Page 1 1 

Art Unit: 1638 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Anne Marie Grunberg can be reached at (571) 272-0975. The central FAX 
number for official correspondence is 571-273-8300. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the Group Receptionist whose telephone number is 
(571)272-1600. 



/David H Kruse/ 

Primary Examiner, Art Unit 1638 
18 August 2008 



